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" This U the decision of the Supreme

Court of the United Stated handed down

in the caeo of Sidney Henry et al. v
A-- B. Dick Company on March It, 1812,

and Just Issued by the Supreme Court:

Mr. Justice Ldrton delivered the
opinion of tho Court:

This cause comes to thin court upon

a certificate under tlio sixth eectlon of

the Court of Appeals Act of March 31,

1801.

The facte and tho questions certified,
omitting the terms or the Injunction

awarded by (he Circuit Court, are theeio:

This action waabroughtby the complainant,
an Illinois corporation, for the Infringement of
two letters patent, owned by the complainant,
covering a g machine, known
as the 'Notary Mlnrograph.' Thn defendants
are doing business as copartners fn the City of
New York. Tho complainants sold to one
Christina I!. Skou. of New York, a Itotary
iflmeograph embodying the Inventions de-

scribed and claimed In said patents under
license which was attached to said machine,
as follows:

"I.K'KNHi: Itr.STIlKTION.
Tills machine Is sold by the A. II. Dick Co,

with the license restriction that It may bo used
only with the stencil paper. Ink and other sup-pil- es

made by A. II. Dick Company, Chicago,
U. S. A.

"The defendant, hldney Henry, sold to Miss
Skou a can of Ink suitable for use upon said
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way, or place, or for specified
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which Is possessed by and guaranteed to tho
patentee will be granted If the sale be uncon-
ditional. Ilut If right use be by
specific restriction, the not permitted Is
necessarily reserved the patentee. If that
reserved control of use Uie machine be
Violated, the. patent Is therehr Invaded, This
right to sever ownership and use Is deduclble
from the nature of patent monopoly nd Is
recognlxed In the eases.
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States, to the control which they may
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powers their purely

of Internal or of police
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certain contracts
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from conflict
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rule Is freedom In the use or sale of
the patent lawsot the

very object of these laws Is and
the rule Is, few exceptions, that any

which In their very nature Illegal
regard to of

by the and to by the
for the right to or use sell the

-- in .k. Th. been upon us. it Is said
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the or fix prices doe not render them

Tho court that case that the con-
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kind of of
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the or

of patent by the owner
the terms which the article may be
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of the act, no doubt,

was by Its
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by the were legal
the court

"The regard to the price at which
the sell the article manufactured
under the license was an appropriate and

It tended to keep up the
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of the dealt In, and
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ins nuae -
continue to be unpatented. Anyone
will be as free to make, sell and uso like
articles as they would be without this
restriction, save in particular
namely, they may not be sold to a user
of of the patentee's machines with
Intent that they shall be used In viola-

tion of the license. To that extent com-

petition in the salo of suah articles, for
use with the machine, will be affected;

sale to such users for infringing
purposes will constitute contributory
infringement. But the same conse
quence results from the sale of any
article to one who proposes to associate
it with other articles to infringe a patent,

buch purpose is known to the
seller. But could it said that the
doctrine of contributory Infringement
operatea to extend the monopoly of
the patent over subjects not within it
because ono subjects himself to the
penalties of the law when he sells un-

patented things for an infringing use?
if a patentee says, "I may suppress
ray patent if I will. I may make and
have mifJo ''devici ifuder iffy patent ,

but I will neither sell nor permit anyone
to use the patented things," ho is within
his right, and none con complain. But
if he suys, "I will sell with the right to
two with other things proper for
lining with the muchlnetj, und I will

holl ut the actual cost of tho, mach-ue-

to mo, provided you will agree to use
only such articles as are made by mo
In connection therewith," If ho chooses
to take his profit in this way, instead of
taking It by a higher price for the ma- -

chines, has be exceeded his excluslvo

right to make, sell and his patented
machines? Tho market for the sale

of such articles to the users of his ma-

chine, whloh, by such n condition, ho

takes to hlmeolf, was a market which

he alono created by the making and
selling of "a new invention. Had
kept his invention to himself, no Ink

could have been sold by others for use

upon machines embodying that inven-

tion. By selling it subject to tho re-

striction he took nothing from others
and no wise restricted their logltlmnto

market.

FAXCIITI. srOOI'-NTION- H

AXSWFKFIh

For the purposo of testing tho conse-

quence of u ruling which will support Uie

lawfulness of a sole of a patented ma-

chine for uso in connection with

supplies necessary for itsi operation
bought from the patentee, fanci

ful suggestions of conditions whloh i

mlnht Ito imposed by a imtenbno havo

that a natentee of it codec pot might.
sell on condition that it be uxed only with

coffee bought from him , or. If thn art Iclo be

ii circular saw, that it might le sold onj
condition that It be used only In sawing

logs procured from him. These and
other illustrations nrn used to indicate
that this method of marketing a patented
article may be carried to audi an extent
as to inconvenience the publlo and in- -'

volve innocent people In unwitting In-

fringements. But thp?-- y illustrations all
fall of their purpose, because the public j

is always freo to tako or refuse the pat.
ented article on the terms imposed. If
they bo too onerous or not in keeping
with the benefits, the patented article
will not find a market. The publlo, by
permitting the invention to go unused
loses nothing which it had before, and
when the patent oxpires will freo to
use the invention without compensation
or restriction. Thts was pointed out in thn
Paper Bag case, where the inventor would
neither Use himself nor allow others to
use, and yet was held entitled to restrain
Infringement, because he had the exclu
sive right to keep all others from using
during the life of tho patent. Tills
larger right embraces thn lesser of per
mitting others to upon such terms
as the patentee chooses to prescribe.
It must not be forgotten that we are deal
ing with a constitutional and statutory
monopoly. An attack upon the rights
under u patent because it secures u
monopoly to make, to sell and to use,
is an attack upon tho whole patent sys-
tem. We ore not at liberty to say that
the Constitution has unwisely provided
for granting a monopolistic) right to In

ventor, or that Congress has unwisely
failed to impose limitations upon the
Inventor's excluslvo right of use. And
if it be that the Ingenuity of patentees
in devising ways in which to reap the
benefit of their discoveries requires to
be restrained, Congress alono has the
power to determine what restraints shall
be imposed. As tho law now stands it
contains none, and the duty which rests
upon this and upon every other court
is to expound the law as it is written.
Arguments basea upon suggestions of
publlo policy not recognized in the pat-

ent laws are not relevant. The field to
which we are invited by such arguments
is legislative, not Judicial. The decisions
of this court, as we have construed them,
do not so limit the privlloge of the pat- -

can done without transcending the . . and rtrl

certain

act

gen-
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in

ana me ay mo patentee win

one

one
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when
be

only

uso

ho

only
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be
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patent grant without overruling the long
line of Judicial decisions from Circuit
Courts and Circuit Courts of Appeal,
heretofore cited, thus inflicting disas-

trous results upon individuals who have
made large Investments in reliance upon
them.

EXTENT OF PATENT
PROTECTION.

The conclusion we reach is that there
is no difference, in prinolple, between a
sale subject to speclflo restrictions as to
the time, place or purpose of use and re-

strictions requiring a use only with
other things necessary to the use of the
patented article purchased from the
patentee. If the violation of ths ono
kind is an infringement, the other In also.
That a violation of any such restriction
annexed to a sale by ono with notice
constitutes an Infringing use has been
decided by a great majority of tho Cir-

cuit Courts and Circuit Courts of Appeal,
and has come to bo n
principle in tho latent law, in uccord- -

auce with whloh vust trauauctlonB in re
spect to patented nrticles havo lieon con-

ducted. But it is now hitld that thu
numerous decisions by tlio lower courts
have lieen erroneous In rospect to the
proper construction of the limit or tho
monopoly conferred by it patent, and
that they Hhotild now bo overruled. To
these courts has been committed the
duty of Interpreting and administering
the patent law. There is no power In

this court to review their judgments,
except upon a writ of certiorari, or to

The Supreme Court
Decides:

Patent rights are directly derived from the

Federal Constitution.

The patentee has the EXCLUSIVE RIGHT

to make, sell and use the patented article.

Like the owner of any other property, he may

sell or dispose of his property upon any

REASONABLE CONDITION.

The patentee may sell or dispose of the

patented article on condition that the pur-

chaser use only such accessories as are made

by the patentee.

The public is free to take or refuse the

patented article on the terms imposed. If the

terms are too onerous, the public loses nothing,

for it may decline to buy or use the patented

article; and when the patent expires, the public

will be free to use the invention without com-

pensation or restriction.

"We are dealing with a CONSTITUTIONAL

and statutory monopoly. An attack upon the
rights under a patent, because it secures a

monopoly to make, to sell and to use, is an at-

tack upon the WHOLE PATENT SYSTEM."

direct their decisions, save through a which notice ras leen brought home lo ene
. undertaVIng lo scllforless than tlw named sumf

certliiea interrogatory .or uuu.. We do not thinl; the statute can be given such i

a question of law. This power to review

by certiorari is one which has been sel-

dom exercised in patent cases. A line of

decisions, which has come to be some

thing like a rule of property under which

large businesses have been conducted,

should at least not be overruled except

upon reasons so clear as to make any

other construction of the patent law in.

admissible.

After quotas a number of llngllsh patent
cases, the court continued:

in the very late case of the Tv'iMVmji Pftooo-oraii-

Co. v. Menck, decided in 1011 by the
Judicial Committee of the Privy Council .mi .

reported In 27 Times Law Iteporter, SW, the
rases were cited and reviewed, lleferrlng to
the distinction between the principles appll- j

came to saies ui mnion-H,.-
. ...........

articles. Lord Shaw, In delivering tne opinion
of the court said: To begin with, the general

and

this

and

and

nnd

pnncipio .ft. .ft....-- w ""' completing, executlug.
and sold is not here in qtiestlon. j,,and dispose of them as sees su,uU.9 w. ,horli le ,ole

certain with thea mutpl. am, ,fndsuch a nn rf be,,en
5 ,,r0.

in nts capacity as owner, nc mu.. m

any restrictions in rcgarn to me or muc ui
the goods, and It Is out of the question to sug-

gest that restrictive conditions run the
goods." Iteferrlng to former cases, he
proceeds: "All that Is affirmed Is that the

doctrine ot absolute freedom of disposal
of chattels of an ordinary Is, In the case
ot patented chattels, the ConjU,u,lon,
that the dc son purchasing them, and In the
knowledge of the attached by the
patentee, which knowledge Is clearly brought
home to himself at the time of sale, shall be
bound by that knowledge and the situa-

tion ot ownership subject to the limitations.
These limitations are merely the respect paid

the effect to those of
transfer ot the patented article which the law,
laid down by statute, gave the original patentee
a Impose. Whether the law on this
head should be changed the power ot sale
$vo modo withdrawn or limited Is not
a question for a court. may added that
where a patented article has been acquired by
Sale. IIIUI'11. uu. Mil. ma ftrc luiftiiivu ft., me I

vinnt nf licensee to an tindlsturhit jimt '

thereof. In short such a salo
negatives In the ordinary case the Imposition
ot conditions and the bringing home to the
knowledge of the owner of patented goods
that restrictions laid upon him."

CONSTITUTION AND THE
PATENT

distinguishing and from Cotton
Tie ttite 109. U. S. Mi, Comlyou Johnton,
W7 S. ll, and Uoo6j-.Verrl- Co. v. .srniuis.
:m, u. S. ,113, and referring to the radical dif-
ferences between the and
statutes. In the extent uf the protection granted
by them, the court continued:

-- Tills was by Judge
wrote a on the subject In the Federal
Coujtsr Jlutron Fatltntr Case. 57 I'e llfjjf,

furlie said In the case of I'ark,
A .Suns r, ffarrmun, 1M red. Hep., St;

" There such differences between
the right of multiplying and vending a

protected by tho copyright statute
aud the secured to an Inventor under the

statutes, that tho rases which relate to
the one subject are not altogether controlling
as to the "

Touching the question there Involved, the
court said:

The precise therefore, In case
Is, does the sole right to vend (named In
secure lo the owner of cop right right,
atier tne sale or inn nook to a, purchaser, to

future sales of the book at retail, to
right to sell II at a price per copy, be
causo of a notice In thai a sale at a
different prle will I treated ssan Infringement,

construction, It Is to be remembered thatthls
la purely a "question of statutory construction.
There Is no claim in case of contract limita-
tion, nor license agreement controlling the sub-
sequent sales of the book.

"In our Mew the copyright statutes, while
protecting the owner of the copyright In his
right to multiply sell his producUon, do not
create the right to Impose, by noUce, such as Is
disclosed In this case, a limitation at which the
book, shall be sold al re tail by future
with whom there Is no privity of contract.
This conclusion Is reached In view of Uie

language of the read tn the light of lis
main purpose to Mcurr Iro right of multiplying
copies of the work a right vtUch Is tlie special
creation of the sUtutr, . , ,

Though the Constitution fives lo Congress
power to promote "Science Useful Arts," by
securing for a limited time to writers and In- -

r viniors inc exclusive ngni lo mcir rcircuvB
' wrIUngs the legislation for

this purpose hau to bo adapted to the difference
ween n "discovery." nnd n "writing." To

secure to the author an exrluslve right to his
"writings" Congress provided that he shoull

..ft... ...I. llftu. nrinlln. .n.lnll..
nppur.uK, " publishing, copying,

The owner
lnsblnit (he wmf.he. fit.may use Thl, u rUh,

He may have made conlrac )o f0pIe, , producl0n.
whom he bought nnd toperson-fro- btn mbUncrt ,he

contract he must answer. Imply, however. of (he imhur to .vtn(,. ht coplrll,h,cd
i
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ductlon, and of the patentee to "vend" the
patented thing, the Inherent dltference between
the production of an author, lie It a book, music
or a picture, and that of an Inventor, he It a
machine, a process or an nrtlcle. Is so tninlfest
that the exclusive right of oue to multiply and
sell was declared suMclcnt to give him that
exclusive right to his uriUngs purposed by the

subject to restriction j MITo lhc inventor, by
r

conditions

conditions

to

be
be

Ii .

are

U.

LPnTOM.
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Revised Statutes, there Is granted "the exclu-
sive light tn make, use and vend the Invention
or discovery. This grant, as defined In Dloomtr
v, .tfcQuemin, II Howard, MS, "consists alto-

gether lu the right to exclude oven' one from
making, using or vending the thing patented."
Thus, there are several substanUve rights, and
each Is the subject of subdivision, so that odd
person may be permitted to make, but neither
to sell nor use the patented thing. To another
may be conveyed the right to sell, but within
a limited area, or tor a particular use, while hi

another the patentee may grant only the right
to make and use, or to use only for speclns
purposes.

We have already pointed out that In the

Dtmtnt Case, 164 L', S. 01. It was said lo respect
of the power of a patentee that. In the sale ot
right under a patent, "with few exceptions
any conditions which are not In their natute
Illegal with regard to this kind uf property
Imposed by the patentee and agreed toby the
licensee, for the right to manufacture, or uif
or nil Hit article will be upheld by the court
(Italics ours.) The question, as was said lu
reference to the copyright. Is one of statutory
construction. The kinds of property rights
sought to bo guaranteed and the terms ot the
two statutes are so different that very different
constructions havo been placed upon tlicm
There Is no collision whatever between the
decision In tlio Uobhs-Uerr- case and the
present oplulou. Each rests upon a construc-
tion of the applicable statute, and the special
fscts of the cases,
sX'lVtP Utfe,g4lfta),i,s arc, .hji.lhe farts r,f,rllflr'Jl
stated to have made a direct sale to the user
of the patented article, with knowlcdgu that
under the license from the patentee she could
not use the Ink. sold by limn directly to her,
In connection with the licensed machine, with-
out Infringement nf the monopoly of the patent.
It Is not open.to them to say that It might bo
used In a way, for the certlncn
fact Is that they made the sale, "with the ex-

pectation that It would be used In connection
with said mimeograph," The fair Interpreta-
tion of the facts stated Is tli.it the sale was
with the purpose nnd Intent lhat It would be so
used,

Ho understanding the Import of the question
iu connection with the facta certified, we must
answer the question certified affirmatively,

Mr. Justice IUT did not hear tho argument
and look no part In the decision of Hits case "


